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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 1/13/2004: 2/4/2004; & 3/4/2004 . 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on January 
13, 2004 has been entered. 

Specification 

2. The amendment filed May 12, 2003 is objected to under 35 U.S.C. 132 because 
it introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: to the extent the Apparent 
Hercules Viscosity was calculated from inherent data originally set forth in the original 
specification, applicants need to where said determination in the specification was, 
complete with the bob geometry and spring set employed to make the measurements. 

Applicant is required to clarify or present further evidence and clarification or to 
cancel the new matter in the reply to this Office Action. 

3. The disclosure is objected to because of the following informalities: the tables are 
not labeled. To the extent the first column is the initial viscosity, said tables do not 
clearly state this. 

Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 70-73 1 , 74-77 and 79 are rejected under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Regarding claims 70-73, applicants do not adequately provide basis for the 
reduction in viscosity as set forth in the independent claim for the remaining species, 
which do not include natural clays as shown in the examples. Said examples are the 
only possible basis for methods that reduce the viscosity as claimed in the independent 
claims. There is no basis in the originally filed specification that applicants had 
possession of the methods as now claimed that employ particulates other than the 
natural clays and also a viscosity reduction as claimed. 

Regarding claims 74-77 and 79, the open ended range for the viscosity are 
deemed to be new matter. The characterization of "at least" suggest an increase, 
greater than, a larger quantity. 

Assuming arguendo that the Apparent Hercules Viscosity data would not 
constitute new matter based on the amendment of May 12, 2003, it is unclear how a 
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greater viscosity value also fufills the 30% reduction in viscosity for said greater values 
and wherein the original specification applicants disclosed said range. 

Furthermore, the new matter issue regarding the Apparent Hercules Viscosity 
limitations is directed related to the issue in the preceding section. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 74-77 and 79 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. It is unclear what viscosity applicants intend 
to define by the said limitations since the various limitations to not set forth whether the 
viscosity if the initial or the final viscosity of the suspensions and the data cited as basis 
for the amendment seems to recite both initial and final viscosity values. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 



1 Claim 72 contains 3 species including an aluminosilicate. The species "an aluminosilicate" is deemed to 
include kaolin. The claim is included in this rejection based on the other species, synthetic silica and 
synthetic silicate. 
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Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

9. Claims 44-51 , 53-57, 59-66, 68-69, 72 and 74-78 are rejected under 35 
U.S.C. 102(e) as being anticipated by Hurst, US 6,156,284. Hurst (abstract; column 3, 
lines 46 et seq; column 4, lines 12 et seq; column 7, lines 5 et seq; column 8, line 62 - 
column 9, line 4; examples and claims) disclose processes of making fluid particulate 
suspensions wherein said suspensions have a Brookfield viscosity of at least 30% lower 
that the initial Brookfield viscosity. Hurst (column 8, line 62 - column 9, line 4) 
discloses a viscosity reduction of 70 to 95% of the initial Brookfield viscosity. The 
Hercules viscosity reduction would have been expected to be inherent to the methods 
and products of the Hurst reference. 

To the extent the Hurst reference may include further steps, said steps are not 
excluded by applicants open transitional language. The Hurst reference at least in 
example 2 discloses montmorillonite kaolin, which has a platy structure and reads on of 
76-77 and 79. Furthermore, the particular viscosities would have been inherent to the 
processes disclosed in the Hurst reference, which discloses viscosity reduction. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 58, 74-77 and 79 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Hurst, US 6,156,284. Hurst (abstract; column 3, lines 46 et seq; 

column 4, lines 12 et seq; column 7, lines 5 et seq; column 8, line 62 - column 9, line 4; 

examples and claims) disclose processes of making fluid particulate suspensions 

wherein said suspensions have a Brookfield viscosity of at least 30% lower that the 

initial Brookfield viscosity as set forth in the above anticipation rejection. 

Hurst differs from claim 58 in the dispersing aqueous composition claimed; 
comprising sodium polyacrylate, soda ash (sodium carbonate) and water. 

Hurst (examples) discloses the use of water with lithium or potassium carbonates 
and (column 6, lines 22 et seq) teaches the use of alkali metal salts. Hurst (column 8, 
lines 45 et seq) further teaches the addition of dispersants including (lines 55 and 56) 
the addition of sodium polyacrylate. 

It would have been obvious to one of ordinary skilled in the art at the time of 
applicants 1 invention to employ the combination of soda ash (sodium carbonate) with 
sodium polyacrylate and water as a dispersing medium for the clays as taught and 
clearly contemplated in the Hurst reference. 

To the extent that Hurst differs from claims 74-77 and 79, Hurst discloses 
viscosity reduction up to 95% and initial viscosities of from about 1000 cps to about 
4000 cps reduced down to 200 cps to about 770 cps. It would have been obvious to 
one of ordinary skilled in the art at the time of applicants 7 invention to reduce the clays 
to viscosities clearly within the ranges disclosed in the Hurst reference. 
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12. Claim 67 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Hurst, 
US 6,156,284, as applied to claims 44-66, 68-69, 72 and 74-78 above, and further in 
view of Kunkle et al, US 4,030,941 . Hurst (abstract; column 3, lines 46 et seq; column 
4, lines 12 et seq; column 7, lines 5 et seq; column 8, line 62 - column 9, line 4; 
examples and claims) disclose processes of making fluid particulate suspensions 
wherein said suspensions have a Brookfield viscosity of at least 30% lower that the 
initial Brookfield viscosity as set forth in the above rejections. 

Hurst differs from claim 67 in dewatering the particulate by spray drying. 

Kunkle et al (abstract and column 5, lines 30-43) discloses methods of reducing 
the viscosity of clays, wherein spray drying is taught as a conventional drying technique. 
Kunkle et al further teaches that various drying methods including oven drying and 
spray drying produce substantially similar results. 

These references are combinable because they teach reducing the viscosity of 
clay compositions. It would have been obvious to one of ordinary skilled in the art at the 
time of applicants' invention to employ spray drying in the processes of the Hurst 
reference as a conventional drying step as taught in the Kunkle et al reference. 

Response to Arguments 

13. Applicant's arguments with respect to claims 44-78 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Metzmaier whose telephone number is (703) 
308-0451 . The examiner can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). /? 




Daniel S. Metzmaier 
Primary Examiner 
Art Unit 1712 
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